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DETAILED ACTION 

Application Status 

1 Claims 1 -50 are pending in the instant application 

2. The Examiner notes an apparent typographical error in Claim 1 2, line 7. which should 
refer to SEQ ID NO: 12 (not 2) since SEQ ID N0.2 does not have 365 amino acids. The 
following restriction is grouped as if this correction has been made. 

Restriction 

3. Restriction to one of the following inventions (Groups) is required under 35 U.S.C . 1 2 1 
Snppt-Cronp A - Crou ps I-V (Polypeptides) 

Group I. Claims 1-1 1, 22, 25-32, 34-39, drawn to a fragment of a mammalian (human or 
mouse) potential phosphatidylinositol-3 (P13) kinase (RAPTl-like) SI O 11) NO 2 
or fragments thereof, classified in class 530, subclass 350. 

Group 11. Claims 1-13, 22, 25-32, 34-39, drawn to a mammalian (human or mouse) P13 

kinase (RAPTl-like) SF.O ID NO: 12 or fragments thereof, classified in class 435, 
subclass 194. 

Group III. Claims 1-1 1 and 22-24, drawn to fragments of a ubiquitin conjugating enzyme 
(UCE) SF.O ID NO: 14 , classified in class 435. subclass 183 
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Group IV Claims 1 - 1 1 and 22-24, drawn to fragments of an unknown polypeptide SEQ ID 

NO: 16 , classified in class 530, subclass 350. 
Group V. Claims 1-11 and 22-24, drawn to fragments of an unknown polypeptide SEQJD 

NO:18 . classified in class 530, subclass 350. 
Sy pfrGroup R- Groups VI-X (Nucleic Acids) 

Group VI. Claims 14-21 and 40-45, drawn to nucleic acids encoding fragments of a 

mammalian (human or mouse) potential phosphatidylinositol-3 (P13) kinase 
(RAPTl-like) SF.O ID N02 or fragments thereof, classified in class 536. subclass 
23.1. 

Group VII. Claims 14-21 and 40-45, drawn to nucleic acids encoding a mammalian (human or 

mouse) P13 kinase (RAPTl-like) SF.O ID NO: 12 or fragments thereof, classified in 

class 536, subclass 23. 1. 
Group VIII. Claims 14-21, drawn to nucleic acids encoding fragments of a ubiquitin 

conjugating enzyme (UCE) SF.O ID NO: 14 . classified in class 536, subclass 23. 1 
Group IX. Claims 14-21, drawn to nucleic acids encoding fragments of an unknown 

polypeptide SF.O ID NO: 16 . classified in class 536, subclass 23 1. 
Group X. Claims 14-21, drawn to nucleic acids encoding fragments of an unknow n 

polypeptide SF.O ID NO: 18 , classified in class 53b. subclass 23 1 
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Su perGroup r- Crou ps XI-XV (Antibodies) 

Group XL. Claim 33, drawn to antibodies to a mammalian (human or mouse) potential 

phosphatidylinositol-3 (P13) kinase (RAPT 1 -like) SF.O ID N02 or fragments 

thereof, classified in class 530, subclass 387.9 
Group XII. Claim 33, drawn to antibodies to a mammalian (human or mouse) PI3 kinase 

(RAPT 1 -like) SFO ID NO: 12 or fragments thereof classified in class 530. 

subclass 387.9. 

Group XIII. Claim 33, drawn to antibodies to fragments of a ubiquitin conjugating enzyme 

(UCE) SF.O ID NO: 14 . classified in class 530, subclass 387.9 
Group XIV. Claim 33, drawn to antibodies to fragments of an unknown polypeptide SEQ ID 

NO: 16 . classified in class 530, subclass 387.9. 
Group XV. Claim 33, drawn to antibodies to fragments of an unknown polypeptide SEQ ID 

NO:18 . classified in class 530, subclass 387 9 
S„ p P rGronp D- Groups XVI and XVII (Methods of Screening using Polypeptides) 
Group XVI. Claim 46, drawn to methods of screening for test compounds using a mammalian 

(human or mouse) potential phosphatidylinositol-3 (PI3) kinase ( RAPT 1 -like) 

SFO ID NO. 2 . classified in class 435, subclass 15. 
Group XVII. Claim 46, drawn to methods of screening for test compounds using a mammalian 

(human or mouse) potential phosphatidylinositol-3 (PI3 ) kinase ( RAPT I -like) 

SFO ID NO: 12 . classified in class 435, subclass 15. 
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Sn perGronn E: r.^nn ps XV1I1-XXII (Methods of Screening using Nucleic Acids) 
Group XV1I1. Claims 47-50, drawn to methods of screening using nucleic acids encoding 

fragments of a mammalian (human or mouse) potential phosphatidylinositol-3 
(P13) kinase (RAPT 1 -like) SF.O ID NO 2 or fragments thereof, classified in class 
435, subclass 6. 

Group XIX. Claims 47-50, drawn to methods of screening using nucleic acids encoding a 

mammalian (human or mouse) P13 kinase (RAPT 1 -like) SF.O ID NO:12 or 

fragments thereof, classified in class 435, subclass 6 
Group XX. Claims 47-50, drawn to methods of screening using nucleic acids encoding 

fragments of a ubiquitin conjugating enzyme (UCE) SF.O ID NO: 14 , classified in 

class 435, subclass 6. 

Group XXI. Claims 47-50, drawn to methods of screening using nucleic acids encoding 

fragments of an unknown polypeptide SF.O ID NO: 16. classified in class 435. 
subclass 6. 

Group XXII. Claims 47-50, drawn to methods of screening using nucleic acids encoding 

fragments of an unknown polypeptide SEP ID NO: 18. classified in class 435. 
subclass 6. 
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4. The inventions are distinct, each from the other, because of the following reasons 
Distinctness within SuperGroups will first be established followed by d.stmctness between each 
pair of SuperGroups. 

SuperGroup A (Polypeptides). Groups I-V are related as proteins or fragments thereof- 
disclosed as having similar functions of FKBP/rapamycin complex binding ability While this may 
or not be the case, the polypeptides of each of these groups have distinct structures with distinct 
linear sequences. No general amino acid structure (linear sequence) common to all Groups is 
disclosed. This is a restriction between Groups, not an elect.on of spec.es; these proteins cannot 
be likened to, for example, a chemical compound with a general structure having different R 
groups since no common amino acid sequence is defined. Without a common structural feature 
(i.e. common amino acid sequence), these proteins and their fragments are distinct products and, 

thus, distinct inventions. 

SuperGroup B (Nucleic Acids). Groups VI-X are related as nucleic acids which encode 
proteins or fragments thereof disclosed as having similar functions of FKBP/rapamycin complex 
binding ability. As noted above for the proteins, the nucleic acids of SuperGroup B also do not 
have a common structure (i.e., DNA sequence) As above, this is a restriction between Groups, 
not an election of species. Moreover, each nucleic acid Group contains more than one spec.es of 
nucleic acid sequence since the claims are drawn to nucleic acids which encode proteins, the 
degeneracy of the genetic code renders a genus of nucleic acids all with a common structural 
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feature. Thus, Applicants should not request the commonly quoted "up to ten" nucleic add 
sequences be examined since each nucleic acid Group defined herein already includes many more 
than 10 sequences. These nucleic acids encoding prote.ns and their fragments are distinct 

products and, thus, distinct inventions. 

SuperGroup C (Antibodies). Groups Xl-XV are related as antibodies specific for proteins 
or fragments thereof disclosed as having similar functions of FKBP/rapamycin complex binding 
ability. Since these antibody Groups are specific for distinct proteins, these Groups are distinct 
for the same reasons cited above for Group within SuperGroup A. 

SuperGroup D (Methods of Screening using Polypeptides). Groups XVI and XVII are 
related as similar screening methods using identical method steps. However, these methods use 
distinct reagents, the polypeptides, as defined above for SuperGroup A. Thus, these Groups are 
distinct for the same reasons cited above for Group within SuperGroup A. 

SuperGroup E (Methods of Screening using Nucleic Acids) Groups XVlll-XXTI are 
related as similar screening methods using identical method steps. However, these methods use 
distinct reagents, the nucleic acids, as defined above for SuperGroup B. Thus, these Groups are 
distinct for the same reasons cited above for Group within SuperGroup B. 

The nucleic acids of SuperGroup B are related to the polypeptides of SuperGroup A by 
virtue of the fact that the nucleic acids encode the polypeptides. The nucleic acid molecule has 
utility for the recombinant production of the polypeptides in a host cell Although the nucleic 
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acids and the polypeptides are related, they are distinct inventions because the polypeptide 
product can be made by other and materially distinct processes, such as purification from a natural 
source. Furthermore, nucleic acids can be used for processes other than the production of 
polypeptides, such as nucleic acid hybridization assays. Therefore, members of SuperGroups A 
and B are patentably distinct, each from the other. 

The polypeptides of SuperGroup A and the antibodies of SuperGroup C are related by 
virtue of being the cognate antigen (polypeptide) necessary for the production of the antibody 
Although the polypeptide and antibody are related due to the necessary stenc complementarity of 
the two, they are distinct inventions because they are functionally distinct chemical entities and 
because the polypeptides can be used in processes materially distinct from the process to produce 
antibody, such as in a enzyme activity assays. Furthermore, the polypeptides can be made using 
other and materially distinct processes from those used to make an antibody; for example, the 
enzymes can be made using recombinant in vitro techniques while antibody production can be //; 
vivo. Therefore, members of SuperGroups A and C are patentably distinct, each from the other 
Related Groups of SuperGroups A and D are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: ( 1 ) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the polypeptides an be used in a materially 
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different process of using the product, such as in the production of antibodies /// vivo. Therefore, 
members of SuperGroups A and D are patentably distinct, each from the other 

Related Groups of SuperGroups A and E are related by virtue of the polypeptides of 
SuperGroup A which are encoded by nucleic acids used in the methods of SuperGroup E. 
However, the polypeptides themselves are not used in the methods, nor are they required for the 
practice of said methods in their isolated forms. Therefore, members of SuperGroups A and E are 
patentably distinct, each from the other. 

Related Groups of SuperGroup B, drawn to nucleic acids, and related Groups of 
SuperGroup C, drawn to antibodies, are related by virtue of the polypeptides that are encoded bv 
the nucleic acids and necessary for the production of the antibody However, the nucleic acids 
themselves are not necessary for antibody production and both are wholly different compounds 
having different compositions and functions. Therefore, members of SuperGroups B and ( are 
patentably distinct, each from the other. 

Related Groups of SuperGroups B and D are related by virtue of the nucleic acids of 
SuperGroup B which encode the polypeptides used in the methods of SuperGroup D However, 
the nucleic acids themselves are not used in the methods, nor are they required for the practice of 
said methods since the polypeptides can be isolated from natural sources and not recombinant!) 
produced. Therefore, members of SuperGroups B and D are patentably distinct, each from the 
other. 
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Related Groups of SuperGroups B and E are related as product and process of use The 
inventions can be shown to be distinct if either or both of the following can be shown ( 1 ) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the nucleic acids an be used in a materially 
different process of using the product, such as in recombinant production of the encoded proteins 
Therefore, members of SuperGroups B and E are patentably distinct, each from the other. 

Related Groups of SuperGroup C are related to Groups of SuperGroups D and H by 
virtue of the polypeptides which are antigenic to the antibodies of SuperGroup C, which are used 
in the methods of SuperGroup D and which are encoded by nucleic acids which are used in the 
methods of SuperGroup E. However, the antibodies themselves are not used in the methods, nor 
are they required for the practice of said methods Therefore, members of SuperGroup C are 
patentably distinct from SuperGroups D and E, each from the other. 

Related Groups of SuperGroups D and E are related bv virtue of the polypeptides which 
are used in the methods of SuperGroup D and which are encoded by the nucleic acids which are 
used in the methods of SuperGroup E. However, these methods use reagents, either polypeptides 
OR nucleic acids. Moreover, the method steps are distinctly different between the SuperGroups 
Thus, members of SuperGroups D and E are patentably distinct, each from the other. 
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Election 

5. Applicants are advised that the reply to this requirement MUST include an election of the 
invention to be examined, even though the requirement be traversed (37 CFR 1 143) 

Applicants are reminded that upon the cancellation of claims to a non-elected invention, 
the inventorship must be amended in compliance with 37 CFR 1 48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1 48(b) and by the fee required under 37 CFR 1 1 7(i) 

Notice of Possible Rejoinder 

6. The Examiner notes that if either Groups I or 11 are found directed to an allowable 
product, then Groups XVI or XVII, which each are directed to the process of using the respective 
patentable products, previously withdrawn from consideration as a result of a restriction 
requirement, would now be rejoined pursuant to the procedures set forth in the Official Gazette 
notice dated March 26, 1996 (1 184 O.G. 86; see also MPEP 821 .04, /// re Odvai. and /// re 
Brouwer). Also, if any of Groups Vl-X are found directed to an allowable product, then the 
related Groups XVII1-XXII, which each are directed to the process of using the respective 
patentable products, previously withdrawn from consideration as a result of a restriction 
requirement, would now be rejoined. Since Groups drawn to process claims would be rejoined 
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and fully examined for patentability under 37 CFR 1 . 104, applicants are instructed to amend said 
claims as deemed necessary according to rejections made against the elected claims 

Sequence Compliance 

7. This application contains sequence disclosures that are encompassed by the definitions for 
nucleotide and/or amino acid sequences set forth in 37 CFR 1 82 1 (a)( 1 ) and (a)(2) However, 
this application fails to fully comply with the requirements of 37 CFR 1 .82 1 through 1 .825; 
applicants' attention is directed to the final rulemaking notice published at 55 FR 18230 (May 1, 
1990), and 1 1 14 OG 29 (May 15, 1990). To be in compliance, applicants must provide an initial 
computer readable form (CRF) copy of the "Sequence Listing", to match the paper copy filed 
with the instant application, and a statement that the content of the paper copy filed with the 
application and the CRF copy filed in response to this action are the same and, where applicable, 
include no new matter as required by 37 C F R 1.821(e) or 1 821(0 or 1 82 1 (u) or I 82 1(b) or 
1.825(d). 

The Examiner notes that the instant application is a continuation-in-part of 08/250 J95 If 
the sequence listing of the parent application is identical to the paper copy of the sequence listing 
filed in the instant application, Applicants can respond to sequence compliance by requesting a 
transfer of the CRF from the parent application to the instant application. Such a request will also 
require a statement of sameness that the CRF from the parent application is identical to the paper 
copy filed in the instant application. 



• 
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Examiner Notes 

8. The Examiner notes a distinct lack of written description for SEQ ID NOs: 16 and I 8 m 
the instant specification. The only mention of said sequences, which the Examiner could find, is in 
the claims. Applicants are requested to point out particular written description of SEQ ID NOs 
16 and 18 if related subject matter is elected. 

9. The Examiner suggests Applicants indicate clearly the origin of species of SEQ ID NOs: 2 
and 12 and where such definition can be found in the instant specification The only definition of 
species, which the Examiner could find, is a reference to mammalian being mouse and human; 
however, which sequences are mouse and which are human is not clear upon first glance of the 
instant specification required for restriction purposes. Moreover, if SEQ ID NOs: 2, 12, and 14 
are from full-length sequences that are known in the art, the examination of the instant application 
would be greatly facilitated by Applicants' identification of GenBank Accession Numbers for said 
full-length sequences. 

Conclusion 

10. Applicants are advised that the reply to this action ( 1 ) MUST include an election of the 
invention (Group) to be examined and (2) MUST include a computer readable form of the 
sequence listing to be fully responsive. 
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Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Dr. Kathleen M Kerr whose telephone number is (703 ) 305- 1 229 The 
Examiner can normally be reached on Monday to Friday from 8:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Ponnathapura Achutamurthy, can be reached on (703) 308-3804 The fax phone 
number for this Group is (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 
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